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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 02/28/2008 has been entered. 

The amendment to claims filed 01/30/2008 has been entered. Claims 15, 22 and 23 were 
amended. Claims 15 and 22-32 as amended are currently pending with the application. 

Applicants arguments and the amendment filed 01/30/2008 overcome the prior art by Yamada et 
al (US 6,046,348), rejection of claims 23 and 30-32 over Babb et al (US 5,730,922) and the objection to 
claims cited in the last office action. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claim-Analysis: 

The examiner makes of record that instant claims 15, 22 and 23 recite a broad range of components 
<mixtures of "such materials'^ followed by a series of narrow ranges <semiconductor/electrically active 



Application/Control Number: 10/669,403 Page 3 

Art Unit: 1793 

materials, photoactive materials>. For examination purposes, the examiner asserts that the narrow 
ranges recited in instant claims 15, 22 and 23 are merely exemplary ranges, and thus, the prior art will 
be applied against the broadest ranges recited in instant claims 15, 22 and 23. Furthermore, the 
examiner suggests that applicant should delete the narrow ranges from instant claims 15, 22 and 23, and 
add new dependent claims that recite the narrow ranges recited in instant claims 15, 22 and 23. 

The use of phrase "for depositing an active material on to a surface" in the claims have not been 
treated with patentability. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. In a claim drawn to a process of making, the intended use must result in a 
manipulative difference as compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and 
In re Otto, 136 USPQ 458, 459 (CCPA 1963). 

1. Claims 15 and 24-26 are rejected under 35 U.S.C. 102(b) as being anticipated by Babb et al (US 
5,730,922). 

Babb teaches a coating composition comprising: 

(a) . Monomers/prepolymers of the structure CF2=CF-X-R-(X-CF=CF2)m, wherein m=an integer from 
1-3; X= O-atom or a perfluoroalkylene ether; and R=aromatic and substituted aromatic, with C1-C12 
atoms and a molecular weight from 14-20,000; (CI-4, Ln 51- CI-5, Ln 5, 30; CI-5, Ln 45-CI-6, Ln 17), 

(b) . graphite <electron emitter/conductive>, copper oxide, potassium titanate, titanium dioxide, 
barium ferrite or iron oxide, metal particles for optical media, conductive particles of metal or carbon 
<semiconductor/conductor/photoactive material, (CI-13, Ln 28, 30-36; CI-15, Ln 30-33) and 

(c) . a solvent (CI-15, Ln 12-23) 

The substitutents Rm and Xn in the instant claims are not an essential component of the claims 
because when m=0 and n=0, and a range of m+n < 5 includes values ranging from 0-5, and language 
that suggests or makes optional but does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation (MPEP 2106 [R6]).The 
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composition was applied to a surface by either solution deposition or by Langmuir-Blodgett technique i.e. 
coating composition (CI-15, Ln 40-43; CI-14, Ln 30-44). 

With regard to the properties in the claims the prior art composition is either same or substantially 
same as that claimed by the applicants, and will possess same characteristics because "Products of 
identical chemical composition can not have mutually exclusive properties." A chemical composition and 
its properties are inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 
USPQ2d 1655, 1658 (Fed. Cir. 1990). All the limitations of the instant claims are met. 

The reference is anticipatory. 

2. Claims 15, 23-26 and 30-32 are rejected under 35 U.S.C. 102(b) as being anticipated by Poetsch et 
al (US 5,196,140). 

Poetsch et al teach an electro-optical liquid crystal display (LCD) element comprising a dielectric 
comprising a perfluoro compound such as 4-methyl-l-(1,1,2,2-tetrafluroethoxy)-benzene and at least two 
liquid-crystalline components (active materials) (Abstract, CI- 17, Ln 38-48). The prior art further teaches 
the perfluoro compounds with the formula R1-A2-R2 (Formula lb), wherein R1 and R2 are C2-C12 alkyl or 
alkoxy groups (CI-6, Ln 37-41), and at least one of R1 and R2 being a C1-C15 perfluoro- alkyl (CI-7, Ln 
17-30) and A2 being a phenyl group in the composition (CI-6, Ln 42-45) (see entire disclosure, in 
particular CI-3, Ln 23-66; CI-6, Ln 37 to CI-8, Ln-68, CI-9, Ln 33-41 and CI-17, Ln 38-48), and its 
advantages with clear point of the liquid crystal display without the need of viscosity modifiers (CI-2, Ln 
16-27; CI-16, Ln 30-52). The substitutents Rm and Xn in the instant claims are not essential components 
of the claims because when m=0 and n=0, and a range of m+n < 5 includes values ranging from 0-5, and 
language that suggests or makes optional but does not require steps to be performed or does not limit a 
claim to a particular structure does not limit the scope of a claim or claim limitation (MPEP 2106 [R6]). 
The prior art further teaches coating the composition by conventional methods and a as rule the 
components are dissolved in one another (CI-16, Ln 31-33) that meets the limitation of coating solution 
per the claims. 
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With regard to the properties in the claims the prior art composition is either similar to that claimed by 
the applicants, and will possess same characteristics. All the limitations of the instant claims are met. 
The reference is anticipatory. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 

that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 

summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 



1. Claims 15 and 24-26 are rejected under 35 U.S.C. 103(a) as being obvious over Babb et al (US 
5,730,922). 
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Babb teaches a coating composition comprising: 

(a) . Monomers/prepolymers of the structure CF2=CF-X-R-(X-CF=CF2)m, wherein m=an integer from 
1-3; X= O-atom or a perfluoroalkylene ether; and R=aromatic and substituted aromatic, with C1-C12 
atoms and a molecular weight from 14-20,000; (CI-4, Ln 51- CI-5, Ln 5, 30; CI-5, Ln 45-CI-6, Ln 17), 

(b) . graphite <electron emitter/conductive>, copper oxide, potassium titanate, titanium dioxide, 
barium ferrite or iron oxide, metal particles for optical media, conductive particles of metal or carbon 
<semiconductor/conductor/active material, (CI-13, Ln 28, 30-36; CI-15, Ln 30-33) and 

(c) . a solvent (CI-15, Ln 12-23) 

The substitutents Rm and Xn in the instant claims are not an essential component of the claims 
because when m=0 and n=0, and a range of m+n < 5 includes values ranging from 0-5, and language 
that suggests or makes optional but does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation (MPEP 2106 [R6]).The 
composition was applied to a surface by either solution deposition or by Langmuir-Blodgett technique (CI- 
15, Ln 40-43; CI-14, Ln 30-44). 

Babb fails to teach an example containing the components per claim 15. 

It would have been obvious to a person of ordinary skill in the art at the time the invention was made 
to combine the claimed active materials with the perfluoro compounds of Babb et al for use in coating 
compositions, because Babb teaches tailoring them for specific applications including optical waveguides 
(CI-6, Ln 61-62), photovoltaics (CI-16, Ln 15) and electronic components (CI-17, Ln 19-68). 

With regard to the properties in the claims the prior art composition is similar to that claimed by the 
applicants, and expected to possess similar characteristics. 

2. Claims 15 and 22-32 are rejected under 35 U.S.C. 103(a) as being obvious over Poetsch et al (US 
5,196,140). 

Poetsch et al teach an electro-optical liquid crystal display (LCD) element comprising a dielectric 
comprising a perfluoro compound such as 4-methyl-l-(1,1,2,2-tetrafluroethoxy)-benzene and at least two 
liquid-crystalline components (active material) (Abstract, CI- 17, Ln 38-48). The prior art further teaches 
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the perfluoro compounds with the formula R1-A2-R2 (Formula lb), wherein R1 and R2 are C2-C12 alkyl or 
alkoxy groups (CI-6, Ln 37-41), and at least one of R1 and R2 being a C1-C15 perfluoro- alkyl (CI-7, Ln 
17-30) and A2 being a phenyl group in the composition (CI-6, Ln 42-45) (see entire disclosure, in 
particular CI-3, Ln 23-66; CI-6, Ln 37 to CI-8, Ln-68, CI-9, Ln 33-41 and CI-17, Ln 38-48), and its 
advantages with clear point of the liquid crystal display without the need of viscosity modifiers (CI-2, Ln 
16-27; CI-16, Ln 30-52). The substitutents Rm and Xn in the formulas of in the instant claims are optional 
components wherein m=0 and n=0, and further a range of m+n < 5 includes a values ranging from 0-5, 
and Language that suggests or makes optional but does not require steps to be performed or does not 
limit a claim to a particular structure does not limit the scope of a claim or claim limitation (MPEP 2106 
[R6]). The prior art further teaches coating the composition by conventional methods and a as rule the 
components are dissolved in one another (CI-16, Ln 31-33) that meets the limitation of coating solution 
per the claims. 

The prior art fails to disclose an example of a coating solution per claims 1 5 and 23, and the specific 
perfluoro compounds per claim 22. 

It would have been obvious to a person of ordinary skilled in the art to coat an electro-optical liquid 
crystal element at the time of the disclosure of the invention with the instant claimed perfluoro 
compounds combined with active components to benefit from better functionality of the LCD element with 
improved clear point, because the prior art teaches that the LCD dielectrics could be modified to suit the 
application needs by altering dielectric anisotropy or viscosity (CI-2, Ln -20-39). 

With regard to claim-22, Poetsch et al teach the compounds in Example-1 such as 4-methyl-l- 
(1,1,2,2-tetrafluroethoxy)-benzene and these compounds have close structural similarity and similar utility 
as the compounds of claim 22 in liquid crystalline compositions, and the compounds of claim 22 are prima 
facie obvious over the compounds disclosed by Poetsch et al, since Poetsch et al. teach that their liquid- 
crystalline dielectrics can be modified by suitable additives in a such a way that they can be used in all of 
the disclosed types of liquid crystal display elements (CI-16, Ln 35-38). 

With regard to the properties in the claims the prior art composition is either similar to that claimed by 
the applicants, and expected to possess similar characteristics. 
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Response to Arguments 

Applicant's arguments filed 01/30/2008 have been fully considered but they are not persuasive. 

In response to the argument that Babb does not contain semiconductive or photoactive materials, 
Barium ferrite and iron oxide are magnetic particles, and not semiconductive or phototoactive materials 
wherein titania also is not semiconductive or photoactive (Res, Pg-8, Para 1-2) because, iron oxide 
(See Qian et al, J. Nanoparticle Res., 2000, 2, 191-198; Abstract) and Titanium dioxide (See, Bai et al, J. 
Matl. Chem; 2001, 11, 3099-3102; Abstract) are well known photoactive semiconductors. 

See Babb etal, CI-13, 

cemciJis; mkeral fikiis sucfe *s pstMsium tita&ate. titanium si 
dioxide or bodumte; bodiraite m other forms, asbestos and | 

Further, barium ferrite is also a well known semiconductor (See, Huges, US 3,783,499, CI-4, Ln 
5-7). With regards to the rejection of Clm-23 and its dependents over Babb et al is persuasive (Res, Pg-8, 
Para 3-4) and the rejection of these claims over Babb et al are withdrawn. 

For the reasons set forth above, applicants fail to patentably distinguish their composition over 
the prior art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to KALLAMBELLA VIJAYAKUMAR whose telephone number is (571)272-1324. The 
examiner can normally be reached on M-F 07-3.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Stanley Silverman can be reached on 5712721358. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

/KMV/ 

March 25, 2008. 
/Stanley Silverman/ 

Supervisory Patent Examiner, Art Unit 1793 



